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REMARKS 

Claims 1,3-6, and 8-1 1 are now pending in this application. Claims 1,3-6, 
8, and 9 are rejected. New claims 10 and 11 are added. Claims 2 and 7 are 
previously cancelled. The specification has been amended to place it in better form. 

Claims 1 and 6 have been rejected under 35 U.S.C. § 102(b) as anticipated 
by U.S. Patent No. 2,779,424 (Lyon). 

"A claim is anticipated only if each and every element as set forth in the 
claim is found, either expressly or inherently described, in a single prior art 
reference." See Verdegaal Brothers Inc. v. Union Oil Company of California, 2 
USPQ2d 1051, 1053 (Fed. Cir. 1987). Claim 1 recites "the connection portions 
at the front ends of the blade portions are formed in one piece such that sloped 
concave portions, that are diagonally depressed, with edges included in the ring 
portion, are flush with the sloped planes." Lyon fails to disclose this limitation. 
Although the Office Action states that this limitation is found in Lyon, the Office 
Action has not demonstrated that this limitation is disclosed in Lyon. It is 
Applicants* position that the limitation is absent from Lyon. Accordingly, claim 1 is 
believed patentable over Lyon. 

Claim 6 also recites the sloped concave portions and is patentable for 
similar reasons as claim 1 . 

Claims 3-5 and 8-9 have been rejected under 35 U.S.C. § 103(a) as obvious 
over Lyon in view of U.S. Patent No. 4,733,586 (Manusch et al.). 
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To establish a prima facie case of obviousness, it is necessary to show that 
all the claim limitations are taught or suggested by the prior art. See In re Royka 
and Martin, 180 USPQ 580, 583, 490 F.2d 981 (CCPA 1974). Claims 3-5 and 
8-9 recite forming the notches inside the pan. Lyon fails to disclose or suggest this 
limitation and the Office Action relies on Manusch et al. for this teaching. The 
Office Action states that Manusch et al. teaches partially notching prior to cutting 
to simplify the sharpening and dressing of the tools which are used. The Office 
Action also states that since Lyon and Manusch et al. are both from the stamping 
art, that the purpose disclosed by Manusch et al. would have been recognized in 
the pertinent art of Lyon. 

The Federal Circuit has stated that "[i]n order to rely on a reference as a 
basis for rejection of the applicant's invention, the reference must either be in the 
field of the applicant's endeavor or, if not, then be reasonably pertinent to the 
particular problem with which the inventor was concerned." In re Oetiker, 24 
USPQ2d 1443, 1445 (Fed. Cir. 1992). Lyon and the present invention are 
directed to fans while Manusch et al. is directed to a method for making a nib for 
a pen or marker. The subject matter of Manusch et al. is not in the field of 
Applicants' endeavor and is not reasonably pertinent to the problem at issue.. 
Thus, the subject matter of manusch et al. is not analogous to the subject matter 
of Lyon. Just because there is cutting occurring in the invention of Manusch et al. 
does not mean that it is analogous prior art. One of ordinary skill in the art of 

1 4 F8636 amd rcsp to oo of 6- 1 -07 { PC22 | .wpd 



Docket No. F-8636 Ser. No. 10/529,941 

Lyon would not look to Manusch et al. for teaching on stamping fans. Stamping 
a fan and cutting a nib for a pen are very different procedures and one of ordinary 
skill in the art would realize that. 

Furthermore, Manusch et al. explains in colunm 1 that in the prior art, one 
step was utilized to separate a blank into two parts and to form blunt ends of each 
of the parts. This required specialized tools. In contrast, the invention of 
Manusch et al. does a two step operation that can be done with simpler equipment. 
Thus, Manusch et al. is doing in two steps what is normally done in one to 
simplify the process and to use standardized cutting tools that can be sharpened and 
dressed easier. Thus, the difference in Manusch et al. is the types of tools that are 
used. The problem solved by the invention of Manusch et al. is not reasonably 
pertinent to the subject matter of forming notches on a fan. 

The disclosure of forming notches in Manusch et al. is merely to form the 
blunt ends of nips before a cutting step. This is unrelated to the invention of Lyon 
and one of ordinary skill in the art would not, in view of Manush et al., create 
notches in the invention of Lyon since it would serve no purpose in the invention 
of Lyon. The Supreme Court has explained the importance of identifying a reason 
to combine the elements in the way the claimed new invention does. See KSR 
International Co, v. Teleflex Inc., 82 USPQ2d 1385 (U.S. 2007). The Office 
Action fails to explain why, in light of Manusch et al., one of ordinary skill in the 
art would modify Lyon to have notches. 
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Accordingly, at least for the aforementioned reasons, claims 3-5 and 8-9 are 
believed patentable over the cited art. 

Claim 5 is further patentable at least for the reason that the Office Action 
fails to demonstrate the presence of the limitation in the cited art of forming 
enlarged hole portions at edges of the front end portions adjacent to connecting 
portions, as recited in claim 5. 

New claims 1 0 and 1 1 have been added. Support for claims 1 0 and 1 1 is 
found in, for example, Figures 5 and 6. Claims 10 and 1 1 are patentable at least for 
the reason that they depend from a patentable base claim. 

No fee is believed due. If there is any fee due the USPTO is hereby 
authorized to charge such fee to Deposit Account No. 10-1250. 
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In light of the foregoing, the application is now believed to be in proper form 

for allowance of all claims and notice to that effect is earnestly solicited. 

Respectftilly submitted, 
JORDAN AND HAMBURG llp 
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C. Bruce Hamburg ^ 
Reg. No. 22,389 
Attorney for Applicants 
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Ricardo Unikel 
Reg. No. 52,309 
Attorney for Applicants 
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